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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1- 20 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Shimbori et al. (U.S. Patent Application Publication: US 2004/0204986). 

Claim 1 : Shimbori discloses an article of manufacture comprising: 
a. A processor-usable medium having processor-useable code embodied therein 
and configured to cause processing circuitry to perform steps comprising: 

i. Providing a marketing message intended for an image forming device user 
from a party other than a provider of a consumable. (Page 2, Paragraph 
[0041]) 

ii. Monitoring an association of a consumable with an image forming device. 
(Page 2, Paragraph [0044]) 

iii. Enabling communication of the marketing message to the image forming 
device user responsive to the monitoring. (Page 2, Paragraph [0042]) 
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Claim 2: Shimbori discloses the article of claim 1 wherein the monitoring comprises 
monitoring coupling of the consumable and the image-forming device. (Page 2, 
Paragraph [0044]) 

Claim 3: Shimbori discloses the article of claim 1 wherein the enabling comprises 
storing the marketing message upon a memory device of the consumable. (Page 2, 
Paragraph [0042]) 

Claim 4: Shimbori discloses the article of claim 1 wherein the enabling comprises 
storing an identifier of the marketing message upon a memory device of the 
consumable. (Page 2, Paragraph [0043]) 

Claim 5: Shimbori discloses the article of claim 1 wherein the enabling comprises 
communicating the marketing message to the image-forming device. (Page 3, 
Paragraph [0049]) 

Claim 6: Shimbori discloses the article of claim 1 wherein the providing comprises 
providing the marketing message comprising a message unrelated to the 
consumable and unrelated to the image forming device. (Page 4, Paragraph [0070]) 

Claim 7: Shimbori discloses the article of claim 1 wherein the code is further 
configured to cause the processing circuitry to perform the step including offering the 
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marketing message to parties other than providers of the consumable and the 
providing is responsive to the offering. (Page 2, Paragraph [0042]) and Page 6, 
Paragraph [0082]) 

Claim 8: Shimbori discloses a marketing method to image forming device users 
comprising: 

a. Providing a consumable usable in an image forming device to form hard images 
and usable to enable a marketing function with respect to image forming device 
users. (Page 2, Paragraph [0040]) 

b. Making available the marketing function to other parties apart from a provider of 
the consumables. (Page 2, Paragraph [0041] through Paragraph [0042]) 

c. Receiving an indication regarding a desirous party to utilize the marketing 
function. (Page 2, Paragraph [0041]) 

d. Enabling a marketing function for the desirous party using the consumable. 
(Page 2, Paragraph [0041]) 

e. Initiating the marketing function after the enabling. (Page 2, Paragraph [0042]) 

Claim 9: Shimbori discloses the method of claim 8 wherein the initiating the 
marketing function comprises communicating a marketing message for the desirous 
party using the image-forming device. (Page 2, Paragraph [0042]) 

Claim 10: Shimbori discloses the method of claim 9 wherein the communicating 
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comprises communicating the marketing message comprising a message unrelated 
to the consumable and unrelated to the image forming device. (Page 4, Paragraph 
[0070]) 

Claim 1 1 : Shimbori discloses the method of claim 8 wherein the initiating comprises 
communicating a marketing message using an image-forming device. (Page 2, 
Paragraph [0042]) 

Claim 12: Shimbori discloses the method of claim 8 further comprising detecting a 
triggering event with respect to the consumables and wherein the initiating is 
responsive to the detecting. (Page 2, Paragraph [0044]) 

Claim 13: Shimbori discloses the method of claim 12 wherein the initiating 
comprises communicating a marketing message. (Page 6, Paragraph [0082]) 

Claim 14: Shimbori discloses the method of claim 12 wherein the detecting the 
triggering event comprises detecting coupling of the consumable with an image- 
forming device. (Page 2, Paragraph [0044]) 

Claim 15: Shimbori discloses the method of claim 12 wherein the detecting the 
triggering event comprises detecting a condition of the consumable reaching a 
predetermined level. (Page 5, Paragraphs [0080] through [0081]) 
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Claim 16: Shimbori discloses the method of claim 8 wherein the 

a. Providing the consumable comprises providing the consumable configured to 
enable the marketing function comprising communication of a marketing 
message associated with the desirous party. (Page 2, Paragraph [0040]) 

b. The consumable comprises memory device configured to store the marketing 
message. (Page 1, Paragraphs [0015] through [0016]) 

c. The enabling comprises storing the marketing message using the memory 
device. (Page 2, Paragraph [0042]) 

d. The initiating comprises accessing the marketing message from the memory 
device and communicating the marketing message using the image-forming 
device after the accessing. (Page 2, Paragraph [0042]) 

Claim 17: Shimbori discloses the method of claim 8 wherein 

a. The consumable comprises a memory device. (Page 5, Paragraph [0075]) (The 
terms consumable and memory device are very broad. Even the paper, 
described in the cited paragraph can represent a consumable that is a memory 
device, since people use paper to print or write notes that aid in the memory of 
various items. Additionally, the printer itself is a consumable with a memory 
device because it has a useful life that will eventually be consumed.) 

b. The enabling comprises storing an identifier within the memory device to identify 
the marketing function for the desirous party. (Page 5, Paragraph [0075]) 
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c. The initiating comprises accessing the identifier. (Page 5, Paragraph [0075]) 

d. Associating the consumable with an image-forming device. (Page 5, Paragraph 
[0075]) 

e. First communicating the identifier externally of the image-forming device to 
identify the marketing function comprising a marketing message for the desirous 
party after the associating. (Page 5, Paragraph [0075]) 

f. Receiving a marketing message within the image-forming device responsive to 
the first communicating. (Page 5, Paragraph [0075]) 

g. Second communicating the marketing message using the image-forming device. 
(Page 5, Paragraph [0075]) 

Claim 18: Shimbori discloses the method of claim 8 wherein the enabling comprises 

a. Monitoring the consumable utilizing an external device with respect to the image 
forming device. (Page 5, Paragraph [0079]) 

b. Detecting a status of the consumable reaching a predetermined status. (Page 5, 
Paragraph [0080]) 

c. Wherein the initiating the marketing function comprises forwarding a marketing 
message to the image-forming device utilizing the external device. (Page 2, 
Paragraph [0041]) 

d. Communicating the marketing message using the image-forming device. (Page 
2, Paragraph [0042]) 
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Claim 19: Shimbori discloses the method of claim 8 wherein the making available 
comprises offering space of a memory device of a consumable to the other parties. 
(Page 4, Paragraph [0070]) 

Claim 20: Shimbori discloses a marketing method to printer users comprising: 

a. Providing a consumable usable in a printer to print hard images and usable to 
enable communication of a marketing message with respect to printer users. 
(Page 2, Paragraph [0040]) 

b. Offering the contents of the marketing message to other parties apart from a 
provider of the consumables. (Page 2, Paragraph [0041]) 

c. Receiving an indication regarding a desirous party to utilize the marketing 
message. (Page 2, Paragraph [0041]) 

d. Enabling a marketing message for the desirous party using the consumable and 
wherein the marketing message is unrelated to the printer and unrelated to the 
consumable. (Page 2, Paragraph [0042] and Page 4, Paragraph [0070]) 

e. Detecting a triggering event with respect to the consumable after the associating. 
(Page 4, Paragraph [0073]) 

f. Initiating communication of the marketing message using the printer responsive 
to the detecting. (Page 4, Paragraph [0073]) 
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Conclusion 

3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Hayward et al. (U.S. Patent Number: 6,798,997), which discloses an 
advertising system incorporating an image-forming apparatus with consumables 
and incorporates advertising from suppliers and third parties. 

b. Parry et al. (U.S. Patent Number: 7,031,013), which discloses a method 
for marketing consumables to users of image-forming devices. 

c. Christensen et al. (U.S. Patent Number: 5,682,140), which discloses the 
monitoring of consumables used with image-forming devices to determine when 
replacement is necessary. 

4. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to John Van Bramer whose telephone number is 
(571) 272-8198. The examiner can normally be reached on 9am - 5pm Monday 
through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Eric Stamber can be reached on (571) 272-6724. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 
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